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DETAILED ACTION 

1 . This communication is in response to the claim's amendment dated 
8/28/2009. The amendments of claims 1 , 2, 5-7; and the cancellation of claim 8 have 
been cancelled. 



Response to Arguments 

2. Applicant's arguments filed on 8/28/2009 have been fully considered but they 
are not persuasive. 

Issues raised by the Applicant: 

a) The Applicant's arguments regarding claims 1 and 4 on page 6 of the 
Remarks is quoted as follow: "First, the Examiner misstates one of Applicants 
arguments. Applicant argued that because Stenman fails to teach both a display 
(for which the Examiner took official notice) or suggest switching between remote 
control mode and communication mode, it likewise could not possibly 
contemplate displaying the communication standby state on a display of the 
portable terminal as recited in independent claims 1 and 4. It is simply 
impermissible for the Examiner to find limitations that are entirely missing in the 
cited reference. Accordingly, lacking essential elements of claims 1 and 4, the 
rejection must be withdrawn". 

b) The Applicant's arguments regarding claims 2-3 and 5-7 on pages 6-7 of the 
Remarks mainly relies on the argument that "Stenman does not teach or 
suggestion switching between remote control mode and communication mode, 
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and clearly lacks any teaching or suggestion of performing the communication 
mode after displaying the communication standby state on a display of the 
portable terminal. Chiloyan fails to make up for at least this deficiency. 
Accordingly, Stenman and Chiloyan both lack any teaching or suggestion of a 
method of switching between remote control mode and communication mode as 
described and claimed. Accordingly, claims 2 and 3 are allowable over the 
combination of Stenman and Chiloyan. Similarly, claim 5 is allowable over the 
combination of Chiloyan and Stenman". 

c) The Applicant's argument regarding claim 6 on page 7 of the Remarks relies 
on the same reasoning as stated in part (b). 

d) The Applicant's arguments on page 8 of the Remarks regarding the newly 
added limitations in claims 1, 6 and 7 "..when the communication ends, 
determining whether the remote control mode has been terminated; returning to 
the remote control mode when the remote control mode has not been terminated, 
and terminating the remote control of functions when the remote control mode 
has been terminated". 

The Examiner's Position: 

a) The Examiner disagrees with the Applicant. The Examiner would like to 
present the facts: 1) Stenman et al. teaches a portable device that supports two 
modes of operation: telephony mode and remote controlling of peripheral 
devices mode (see column 3 lines 32-40 and column 7 liens 15-23). Stenman et 
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al. further discloses that said portable device includes means for generating and 
communicating the control commands to the peripheral devices while having the 
transceiver being unable to provide telephony functionality (see column 3, lines 
35-41 ). Clearly, Stenman et al. suggests the idea of operation of a single 
mode at a time, which indicates that the operation of switching between the two 
modes MUST takes place at some point. 2) Conventional telephony devices 
have been commonly equipped with a display. 

If one of ordinary skill in the art were to implement remote control functionalities 
to a conventional telephony communication device, as evidenced by Stenman et 
al.; it would have been obvious to further include a display for displaying pertinent 
information pertaining the current operating mode. 

b) See the explanations in part (a). 

c) See the explanations in part (a). 

d) See the rejection below regarding the newly added limitations in claims 1, 6 
and 7. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1, 4 and 7 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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To be specific, claims 1 , 4 and 7 recites "..displaying the communication standby 
state on a display of the portable terminal..". It is not clearly undestood what exactly is 
meant by "..displaying the communication standby state". The specification and the 
drawing do not clearly provide enough support for this claimed limitation. 

For the purpose of addressing the claimed limitations, the Examiner temporarily 
interprets said claimed limitation to mean that ...for example... when the device is in 
remote control mode.... an incoming phone call is detected. ..a notification of the 
incoming call will be displayed on the display of said remote control device. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

6. Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stenman et al. U.S. Patent 6,223,029. 

Regarding claim 1, Stenman et al. teaches a method for remote control of 
electronic products using a portable terminal (abstract), which comprises the steps of: 

Performing a remote control of functions of the electronic products in a remote 
control mode (column 3, lines 32-40 and column 7 lines 15-23); The portable terminal 
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disclosed by Stenman et al. supports two modes of operation: telephony mode and 
remote controlling of peripheral devices (such as TV, VCR.. etc) mode. 

Even though, Stenman et al. does not specifically disclose that when 
communication (telephony mode) is tried during the remote control mode, terminating 
the remote control mode, providing communication service at the portable terminal upon 
a user's selection; and when communication ends, returns to the remote control mode; 
However, Stenman et al. discloses that the portable terminal includes means for 
generating and communicating the control commands to the peripheral devices while 
having the transceiver being unable to provide mobile telephony functionality. Clearly, 
Stenman et al. suggests that one mode can operate at a time (column 3, lines 35-41). 
Therefore, even though Stenman et al. does not clearly disclose the claimed limitations 
indicated above, however, since Stenman et al. discloses said portable terminal can be 
configured so that one mode can operate at time, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide termination of the 
remote control mode when the telephony mode is tried so that communication service 
can be provided at said portable terminal; and when the telephony mode ends, returns 
to the remote control mode, or vice versa. 

However, Stenman et al. does not teach a display at the portable terminal for 
displaying the communication standby state (see above 1 12 th rejection). 

One of ordinary skill in the art would recognize that cellular phones have been 
commonly equipped with a display, evidenced by Nagata (figure 1 , unit 6). Since the 
device of Stenman et al. is a remote controller/mobile phone, therefore, it would have 
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been obvious to further provide a display to the device of Stenman et al., as evidenced 
by Nagata, in order to display desired information (such as phonebook, incoming call, 
texting etc.). 

Regarding the claimed "..displaying communication standby state..", in light of the 
above 1 12th rejection and interpretation, the cellular phone of Nagata also display the 
communication standby state (displaying incoming call notification, see paragraph 
bridging columns 7-8). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to provide displaying the communication 
standby state to the device of Stenman et al., as evidenced by Nagata, so that the user 
can be notified of an incoming phone call while in the remote control mode. 

Regarding the newly added limitations "...determining whether the remote control 
mode has been terminated, returning to the remote control mode when the remote 
control mode has not been terminated, and terminating the remote control of functions 
when the remote control mode has been terminated", as explained in the above 
"Response to Argument" section, Stenman et al. suggests the idea of operation of a 
single mode at a time, which indicates that there MUST be some sort of operation for 
determining/switching between the two modes. Either the user or the processor of the 
device of Stenman et al. MUST determine when each mode ends and the selection of 
each mode is INHERENTLY selected either by the PROCESSOR of the device of 
Stenman et al. In either case, the newly added limitation would also met by the 
teaching of Stenman et al., as explained above. 
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Regarding claim 4, claim 4 is similarly rejected for the same reasons as the 
rejection of claim 1 . 

7. Claims 2, 3 and 5-7 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Stenman et al. U.S. Patent 6,223,029 in view of Chiloyan et al. U.S. 
Patent 6,008,735. 

Regarding claims 2-3 and 5, as explained above, Stenman et al. teaches the 
method of claim 1 , however, Stenman et al. does not teach the limitations shown in 
claim 2. 

Chiloyan et al., in the same field of endeavor, teaches a method for performing a 
remote control function in a portable terminal, comprising the steps of: 

displaying kinds of electronic products controllable by a remote controller on a 
display of said portable terminal (see figures 3a-3h and figure 5); 

when at least one kind of the displayed electronic products is selected, displaying 
the manufacturers of the selected electronic product on said display (see figures 3a-3h 
and figure 5); 

when at least one of the displayed manufacturers is selected, displaying the 
selected electronic product and manufacturer and setting a remote control mode 
suitable for said selected electronic product (see figures 3a-3h and figure 5); 

performing a remote control function in the remote control mode (see figures 3a- 
3h and figure 5). 
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Stenman et al., as mentioned in the rejection of claim 1, teaches a remote control 
device having a remote controlling mode and a telephone mode; wherein the remote 
control mode can be terminated to return to the telephone mode. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide more than one functional mode (such as remote 
controlling mode and telephone mode) to the remote controller disclosed by Stenman et 
al., as evidenced by Chiloyan et al., so that the user can view and select different type 
of electronic products to perform the remote control function, as claimed. 

Regarding claim 6, claim 6 is mostly rejected for the same reasons stated in the 
rejection of claim 2. 

Except that claim 6 further claims "a generalized programming input/output port 
for oscillating a remote control pulse according to a selected manufacturer; and an 
infrared (IR) modulating/sending section for modulating the oscillated remote control 
pulse to an infrared ray and sending the infrared ray." 

Even though, Chiloyan et al. inview of Stenman et al. does not specifically 
disclose the above limitation, however, the Examiner gives Official notice that such 
electronic input/output pulse features/implementations have been commonly 
implemented in electronic devices for generating a pulse or any desired signal. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide such features to the portable terminal disclosed by 
Chiloyan et al. in view of Stenman et al. 
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Regarding claim 7, claim 7 claims the combination of claims 1 and 2. 
Therefore, claim 7 is rejected for similar reasons stated in the rejection of claims 1-2. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to HUNG Q. DANG whose telephone number is 
(571)272-3069. The examiner can normally be reached on 9:30AM-6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Zimmerman can be reached on (571) 272-3059. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Hung Q Dang/ 
Examiner, Art Unit 2612 



/Brian A Zimmerman/ 

Supervisory Patent Examiner, Art Unit 2612 



